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DETAILED ACTION 

Claim Rejections - 35 USC § 102/103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-3, 5-6, 10-11, 13-21 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Pfenninger et al (US 
6,136.942). 

With respect to claims 1-3, 6, 10 and 14-20, Pfenninger et al discloses a moisture 
curable one-component polyurethane composition for use as a sealant, adhesive, 
coating composition, etc. (abstract; col. 1 lines 16-32; col. 9 lines 56-64). The 
composition comprises a) a polyurethane prepolymer, which is formed from a 
polyisocyanate such as a diisocyanate and polyols such as polyetherpolyols; 
wherein the polyols advantageously have a "low unsaturation level (<0.07 double 
bond equivalents/mole)" and an average molecular weight ranging from 500-20,000 
g/mole" (hence, this translates to a polyol unsaturation level of: 0.0035 meq/g to 0.14 
meq/g); and, b) a polyaldimine which is a reaction product of diamine and aldehyde 
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(col. 2 line 27 to col. 7 line 45; col. 8 lines 4-59; examples 9-10). Since the recited 
unsaturation degree of polyols significantly overlaps the unsaturation degree range 
taught by Pfenninger et al, the recited unsaturation degree is taken to be anticipated 
by the unsaturation degree range taught by Pfenninger et al. In any event, absent 
any showing of unexpected result, the unsaturation degree for polyols recited in 
claims 1 . 3, 6 would have been obvious in the art because one in the art would have 
applied a workable unsaturation degree for polyols suggested by Pfeinninger et al, 
which would include the unsaturation degree recited in these claims. 
With respect to claim 5. see column 7 lines 31-34. 
With respect to claims 1 1 and 13, see column 4 lines 33-60. 
With respect to claim 21 , see examples 9-10. Since: a) the composition in these 
examples is used as an adhesive or coating material for a fir-wood, b) fir-wood is 
taken to inherently contain at least to a certain degree some moisture, the 
composition is taken to be inherently applied to an hydrous component. In any 
event, it would have been obvious in the art to apply the moisture curable 
composition of Pfeinninger et al onto a hydrous material as such is well known in the 
art. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 4 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pfenninger et al (US 6,136,942) as applied to claim 1 above. 

With respect to claim 4, it is conventional in the art to use a double metal cyanide 
(DMC) as a catalyst for a production of polyoxyalkylene to inhibit/minimize the 
formation of by-product. 

With respect to claims 7-8, as noted above, a polyol unsaturation level and average 
molecular weight of the polyols suggested by Pfenninger et al ranges from: 0.0035 
meq/g to 0.14 meq/g, and 500-20,000. Since: a) it is now well settled that "It is prima 
facie obvious to combine two compositions each of which is taught by the prior art to 
be useful for the same purpose, in order to form a third composition to be used for 
the same very same purpose ..." (MPEP 2144.06). b) it is well within the purview in 
the art to apply a workable range suggested by a prior art reference and the 
determine a suitable amount of polyols, claim 7 would have been obvious in the art. 
As for claim 8, see column 7 lines 43-45. 

With respect to claim 9, the recited polyols in this claim is conventional in the art of 
making a moisture curable polyurethane composition. 

6. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pfenninger 
et al (US 6,136,942) as applied to claim 1 above, and further in view of Buetjer et al 
(US 4,469,831). 

Since it is well known in the art to formulate a moisture curable polyurethane 
composition from a polyaldimine and a polyurethane prepolymer having NCO 
functionality, where the ratio of NCO and aldimine is around 1 .3:1 to 1 :1 , preferably 
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1 :1 as exemplified in the teachings of Buetjer et al (col. 5 lines 3-1 1 ), it would have 
been obvious in the art make the composition of Pfenninger et al such that the ratio 
of NCO and aldimine is around 1. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Chuan C. Yao whose telephone number is (571) 
272-1224. The examiner can normally be reached on Monday-Friday with second 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dunn can be reached on (571) 272-1171. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EEC) at 866-217-9197 (toll-free). 

Sam Chuan C. Yao 
Primary Examiner 
Art Unit 1733 
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